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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-4 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 

Claim 1, lines 15-16 presents the limitation "developing said emulsion by 
attacking the metal with salts or acids on the areas unprotected by the emulsion", 
however this does not correspond to the invention as described in the specification. 

In the specification, it does not appear that the emulsion is developed by 
attacking the metal with salts or acids. Instead, it is taught that the photosensitive 
emulsion is developed, and then salts or acids are used to attack the surface of the 
metal not protected by the printed parts of the emulsion (i.e. the salts or acids do not 
develop the emulsion, as is currently claimed, but are instead utilized to attack the parts 
of the metal which are not protected by the developed emulsion pattern). For example, 
see page 3, lines 8-22 and page 6, line 20 to page 7, line 4 of the specification. 

This rejection could be overcome by replacing lines 15-16 of claim 1 with a step 
of -developing said emulsion;-, and a further step of -attacking the metal with salts or 
acids on the areas unprotected by emulsion;-. 
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Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over US 
2004/0007558 to Sim (Sim) in view of US 5,920,977 to Wyckoff et al. (Wyckoff). Sim 
discloses a manufacturing method for a high-density copper plate memorial comprising 
the steps of digitizing a desired image; converting the image into a halftone image, 
printing the halftone image into a transparent film (corresponding to the photographic 
positive or negative of the present invention); coating the surface of a foreign-materials 
free copper plate with a glue containing a hardening agent and a photosensitizer 
(corresponding to the photosensitive emulsion of the present invention); compressing 
the printed image film to the copper plate for its photosensitization (corresponding to the 
making contact step and the exposing step of the present invention); heating the glue 
for appropriate etching; and coating the copper plate with a protective film. See 
paragraphs [0020]-[0024], [0050] and [0051], However, Sim does not disclose an 
embodiment wherein the protective film is a transparent enamel. Furthermore, Sim 
does not disclose the temperature range at which the photosensitized glue is heated for 
appropriate etching. 

Wyckoff discloses a process of making a sign comprising the steps of 
encapsulating an alloy substrate with a photo-resist; imagewise exposing the 
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photoresist; removing portions of the photoresist not exposed to light; etching the 
substrate; and encapsulating the alloy substrate in a protective coating of porcelain 
enamel. See column 9, lines 1-13. 

It would have been obvious to one skilled in the requisite art to utilize porcelain 
enamel, as taught by Wyckoff, as the protective film in the process of Sim because it is 
taught that porcelain enamel provides a protective layer which is resistant to wear, 
alteration and/or destruction when provided on a metallic substrate having an image 
etched into its surface. Furthermore, It would have been obvious to one skilled in the 
requisite art to heat the photosensitized glue of Sim to a temperature of 200-400 C for 
appropriate etching characteristics, since it has been held that discovering the optimum 
or workable value or range of a result effective variable involves only routine skill in the 
art. In re Allen 105 USPQ 233 and In re Boesch, 617 F.2d 272,205 USPQ 215 (CCPA 
1980). 

3. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John A. McPherson whose telephone number is (571) 
272-1386. The examiner can normally be reached on Monday through Friday, 8:00 AM 
to 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Huff can be reached on (571) 272-1385. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). K 
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